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Diana C. Anderson 



Docket Number (Optional) 
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Appfrcatfon Number 

10/625.717 
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Jufy 23, 2003 



First Named Inventor 



MarkA.Toffle 



Art Unit 



2627 



Examiner 



Brian Miller 



application. No amendments are being filed 



This request Is being filed with a notice of appeal. 



The r f. quested ft )r «]* reason(s) stated on the attached sheet(s) 

Note. No more than five (5) pages may be provided. 



lam the 

| j apptfcant/inventor. 

| | 1 assknee of record of the entire interest 

(ft^^TO^eW6)^ t8temen ' Wlt ' er 3.73(b) is enclosed. 

attorney or agent of record. 
Registration number 




38,794 



J j^j attorney or agent acting under 37 CFR 1 .34. 
Registrator* number if acting under 37 CFR 1.34 _ 



Typed or printed name 

(405)232-0621 



Telephone number 



Date 
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CENTRAL FAX CENTER tATfMT 
JUL 5 - 2008 OW.STL.oi5, 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No.: 10/^25,717 

Filed: JuIy 23 2003 G «>up Art: 2627 

SERVO TRACK WRITER WZThTe^eSo 



S/8 



Mail StopAF 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



^APPLICANT'S REMARKS FOR PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Applicant prays ft. the Pane's objective review win conchde ft. Are unresolved 
resolved m order to place this case in condition for appeal 

™e Sta U^» rt sanreadiIyunde re ^ thatkaronerb ^ Bgttes ^ onWra . 

beanng snrfaces is maintained by each bearing surface being spatiaUy snpporfed in c^tacMng 
^^^^bear^^hasin^an^^j^,,^ 

. Watanabe ,89. Frees -059 generally d-sdoses a method for writing of servo information, but 
is wholly silent regarding spindle construction. 



CERTIFICATION UNDER 37 C.F.R. §§ tJBfi 

I hereby certify that, on the date shown below, this correspondence is being: 
facsimile transmitted to the Patent and Trademark Office, (3^™ 

Signature 

Da*: _Jul Y 200fi 

Diana C. Anderson 



(type or print name, of person certifying) 



#365024 
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Obviousness under Section 103 is a W*i , * * 
&* / * * a gaI conc,us ^n based on underlying findings of 

M 305, U „cw c.2000, Thisapp.aeh i-onsonan^^eOffice^H^ol 

22^ for its to — .JT 

substantial evidence standard that is both deferent..! * a ■ , 
1 338, 1 344 (Fed. Cir. 2002). 

tee the record deariy .hows fta. the Examiner has Med to substentia(e , 

Examme, ^ ^ r^cdon or ft • J by 

-»rd. Apphcant prays to fane! wiu ^ ^ ^ rf ^ ^ for ^ 

Claims landairecitea^Woo,^*^. Again Watanabe'l 89 discloses a 
ffitaJsariEi spindle appannus, and Frees '059 is wholly ail™, aboa, spWle construction 

The Examiner would have us now go ,0 appeal to det^ whether Ws ^ ^ 
clam, .arm tat, onto a roUer bearing is within the ^ of constndn „ fc 

alarm term "reasonably broad within dtensage in deification." AppUcan, has repeatedly 
argued in «he reconi ma, the Examiner's extinction is neither reasonable nor consistent with 
the specification. 

First, Applicant has repeatedly argued in the record, without rebuttal by the Examiner 
that the cited references clearly do not teach or suggest a gas-lubricated bearing because that" 
claun term » a term of art to the skilled artisan, having ordinary meaning associated with 
hydrostatic bearings or hydrodynamic bearings, not roller bearings, (see Applicant's Response 
of 6/5/2006, pg. 8; Applicant's Response of 1/18/2006, ppg. 9-11) 

Furthermore, a well recognized tenet of claim construction is that a claim term must be 
construed consistently in all the claims. Here, claim 11 defines the structure of a gas-lubricated 
bearing m a way that adequately distinguishes it from the roller bearing of the cited reference- 
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tsms~. If the Examiner is correct then (he Panel must conclude that thTTnT^ 

amendtng ft. claim, — „ y „ „ ^ ^ ^ ^ ^ 

«* Applicant, proven wining ,o amend the Cain* „ obviate me 
dectmng whether to reopen the merits of tha caae. 

O 7^ mteS -«->03 is a,e^ M nc,n sf onbaaedo n u.de rt y ta g fln d i n 6S 0f 
caae is tnfac ready fc appeal, than the Pane, nuSt find in tnc underlying ft. 

F.3d .305, ,3.6 (Fad. Or. 2000). w, approach is consonant with the Office's obhgauon to 
develop an evidentiary basis for its facntaJ finding „ a„ ow toi judicial ^ ^ ^ 

^^™^^toisb.,hde^^ meanil ^ u ., ee/BW „ 
1338, 1344 (Fed. Cir. 2002). ^ 

Here ft. mcord clearly shows that to Examiner has failed to snbaannate . prf^ ^ 

each or suggest all the ^ of to preseat „ ^ fcy ^ ^ ^ 

Iand211. Accordingly, ttl, case js pot in mpfflrtop for ^ m<il mis ^ issu<; 
resolved by the Examiner either wimdrawing the obviousness pennon or subattnuntag ft 
tonally in me record. Applicant prays me Panel will reopen ,he merits of this caae for that 
purpose. 



Mitchell K. McCarthy, Reg^ti\n No. 38,794 
Fellers, Smder, Blankenship, gHley and Tippe™ p. C 
1 00 N. Broadway, Suite 1700 
Oklahoma City, Oklahoma 73102 
Telephone: (405) 232-0621 
Facsimile: (405) 232-9659 
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